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DETAILED ACTION 
Drawings 

The drawings are objected to under 37 CFR 1 .83(a). Tine drawings must sliow 
every feature of the invention specified in the claims. Therefore, the neutral electrode of 
claim 9, the ferromagnetic ring of claim 11, the shield or casing of claims 12 and 13, 
the mechanical switch from claims 18 and 27, and the electrical switch from claims 16, 
17, 23, 24, 25 and 26 must be shown or the feature(s) canceled from the claim(s). No 
new matter should be entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner. 
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the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 

Claim Objections 

Claims 22, 24, and 26 objected to under 37 CFR 1 .75(c), as being of improper 
dependent form for failing to further limit the subject matter of a previous claim. 
Applicant is required to cancel the claim(s), or amend the claim(s) to place the claim(s) 
in proper dependent form, or rewrite the claim(s) in independent form. Claim 22 states 
the same limitation already disclosed in the independent claim 14: the lines have a 
portion towards the generator and a portion towards the probe, between which is a 
switching device for separating and connecting the generator-end portion and the 
probe-end portion. Claim 24 states the same limitation as claim 16: the switching device 
includes an electrical switch; both claims depend on the independent claim 14, claim 24 
does not further limit the independent claim 14. Claim 26 states the same limitation as 
claim 17: the electrical switch is a reed relay; both claims depend on claim 14, there is 
no further limitation of these claims. 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 
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2. Claims 14, 16-19, 22, 24, and 26 are rejected under 35 U.S.C. 102(b) as being 

anticipated by D' Amelio et al. (US 4,823,791). 

Regarding claim 14, D' Amelio et al discloses a high frequency application 
apparatus comprising a high frequency generator, a probe arrangement which is 
connected to the high frequency generator and which includes at least two electrodes, 
and at least two lines which connect the electrodes to the high frequency generator, 
characterized in that the lines have a portion towards the generator and a portion 
towards the probe (column 8, lines 9-34), between which is a switching device for 
separating and connecting the generator-end portion and the probe-end portion(column 
15, lines 52-54). 

Regarding claim 16, D' Amelio discloses a high frequency application apparatus 
characterized in that the switching device includes an electrical switch (column 8, lines 
9-34; column 15, lines 52-54). It is inherent that a switch can turn off/on power to the 
probe. Any switch can perform this. 

Regarding claim 17, D' Amelio discloses a high frequency application apparatus 
characterized in that the electrical switch is a reed relay(column 8, lines 9-34; column 
15, lines 52-54). It is inherent that a switch can turn off/on power to the probe. Any 
switch can perform this. 

Regarding claim 18, D' Amelio discloses a high frequency application apparatus 
characterized in that the switching device includes a mechanical switch, (column 8, lines 
9-34; column 15, lines 52-54). It is inherent that a switch can turn off/on power to the 
probe. Any switch can perform this. 
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Regarding claim 19, D' Amelio discloses a high frequency application apparatus 
characterized in that the switching device includes a signal line and an actuating switch 
which are of such an arrangement and configuration that separation and connection can 
take place in the room in which the high frequency generator is disposed (column 14, 
lines 31-32; column 15, lines 52-54)). 

Regarding claim 22, D'Amelio discloses a high frequency application apparatus 
wherein the lines have a portion towards the generator and a portion towards the probe, 
between which is a switching device for separating and connecting the generator-end 
portion and the probe-end portion (column 15, lines 52-54). 

Regarding claim 24, D' Amelio discloses a high frequency application apparatus 
characterized in that the switching device includes an electrical switch (column 8, lines 
9-34; column 15, lines 52-54). It is inherent that a switch can turn off/on power to the 
probe. Any switch can perform this. 

Regarding claim 26, D' Amelio discloses a high frequency application apparatus 
characterized in that the electrical switch is a reed relay(column 8, lines 9-34; column 
15, lines 52-54). It is inherent that a switch can turn off/on power to the probe. Any 
switch can perform this. 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of 
this subsection of an application filed in the United States only if the international application designated the 
United States and was published under Article 21(2) of such treaty in the English language. 
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4. Claims 1-3, 6-8, 12-13, and 15 rejected under 35 U.S.C. 102(e) as being 
anticipated by Berube et al. (US 6,471,696 B1). 

Regarding claim 1, Berube et al. discloses a high frequency application 
apparatus comprising a high frequency generator, a probe arrangement which is 
connected to the high frequency generator and which includes at least two electrodes 
(view figure 2, (102 /104)), and at least two lines which connect the electrodes to the 
high frequency generator, characterized in that the lines are combined together in a 
common cable and extend in mutually parallel relationship at least over a part of the 
length of the cable at a defined spacing which is between I mm and 25 mm (view figure 
2, (108/110). 

Regarding claim 2, Berube et al. discloses a high frequency application 
apparatus set forth in claim 1 characterized by an air cushion which within the part of 
the length of the cable in which the lines extend parallel is arranged between the lines 
within the cable(view figure 2, column 10, lines 41-45). Air separates the two wires in 
figure 2. 

Regarding claim 3, Berube et al. discloses a high frequency application 
apparatus as set forth in claim 1 characterized in that the lines extend separately at the 
end of the cable towards the generator(view figure 1 (26); column 3, lines 46-48)). 
Berube does not explicitly show the lines separted, however the wires would have to 
split in order for the connector to work with the generator when connected. 
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Regarding claim 6, Berube et al. discloses a high frequency application 
apparatus characterized in that the lines extend in mutually coaxial relationship (column, 
4 lines 34-40). 

Regarding claim 7, Berube et al. discloses a high frequency application 
apparatus characterized in that the probe arrangement includes an electrode needle 
(view figure 9). The device described by Berube et al. performs like that of a needle 
electrode 

Regarding claim 8, Berube et al. discloses a high frequency application 
apparatus as set forth in claim 6 characterized in that the electrode needle includes at 
least two active electrodes (view figure 2, 102/104). 

5. Regarding claim 12, Berube et al. discloses a high frequency application 
apparatus characterized in that the cable is provided with an electrically conductive 
shield or casing (column 4, lines 33-49). 

Regarding claim 13, Berube et al. discloses a high frequency application 
apparatus characterized in that the shield or the casing includes a connection by way of 
which it is to be electrically connected to a shielding means of a nuclear magnetic 
resonance tomograph (column 4, lines 45-49). 

Regarding claim 21, Berube et al discloses a high frequency application 
apparatus characterized in that the probe arrangement and the cable are adapted to be 
re-sterilizable (column 4, lines 43 -45). 

Claim Rejections - 35 USC § 103 



Application/Control Number: 10/517,393 
Art Unit: 4185 



Page 8 



6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a 
person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived 
by the manner in which the invention was made. 

7. Claims 4-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Berube et al. (US 6,471 ,696 B1 ) in view of Baumgartner et al. (3,809,846). 

Regarding claim 4, Berube et al. discloses a high frequency application 

apparatus (view figure 2) but fails to disclose a line includes a plurality of wires. 

However, Baumgartner et al. discloses a line including a plurality of wires 
(column 2, lines 67-68; column 3, lines 1-4). 

8. It would have been obvious to one having ordinary skill in the art at the time of 
invention to exchange one type of line disclosed by Berube with the line having a 
plurality of wires disclosed by Baumgartner. Doing so would decrease the interference 
between the wires. 

Regarding claim 5, Berube et al discloses a high frequency application 
apparatus (view figure 2), but fails to disclose the lines and/or the wires are twisted 
together. 

However, Baumgartner discloses the lines and/or lines are twisted together 
(column 2, lines 67-68; column 3, lines 1-4). 

9. It would have been obvious to one having ordinary skill in the art at the time of 
invention to exchange one type of line disclosed by Berube with the line having the lines 
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and/or wires twisted together disclosed by Baumgartner. Doing so would decrease tlie 
interference between the wires. 

10. Claims 9-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Berube et al. (US 6,471,696 B1) in view of Lorentzen (US 5,951,546). 

Regarding claim 9, Berube et al. discloses a high frequency application 
apparatus (view figure 2) but fails to disclose the probe arrangennent includes an 
electrode needle and a neutral electrode to be applied externally to the body. 

However, Lorentzen discloses the probe arrangement includes an electrode 
needle and a neutral electrode to be applied externally to the body (column 10, lines 41- 
56). 

11. It would have been obvious to one having ordinary skill in the art to combine the 
high frequency application apparatus taught by Berube with the probe arrangement 
includes an electrode needle and a neutral electrode to be applied externally to the 
body taught by Lorentzen. Doing so allows for an easier insertion into the target tissue. 

Regarding claim 10, Berube et al. discloses a high frequency application 
apparatus (view figure 2) but fails to disclose the electrode needle includes at least one 
active electrode. 

However, Lorentzen discloses the probe the electrode needle includes at least 
one active electrode (column 10, lines 41-56). 

1 2. It would have been obvious to one having ordinary skill in the art to combine the 
high frequency application apparatus taught by Berube with the electrode needle 
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includes at least one active electrode by Lorentzen. Doing so allows for an easier 
insertion into the target tissue. 

13. Claim 11 is rejected under 35 U.S.C. 103(a) as being unpatentable over Berube 
et al (US 6,471 ,696 B1) in view of Sommer (US 4,972,459). 

Regarding claim 11, Berube et al discloses a high frequency application 
apparatus (view figure 2) but fails to disclose a ferromagnetic ring is mounted on the 
cable. 

However, Sommer discloses a ferromagnetic material that surrounds the cable, 
this material that surrounds the cable acts as a ferromagnetic ring mounted on the 
cable. 

14. It would have been obvious to one having ordinary skill in the art to combine the 
high frequency application apparatus taught by Berube with the ferromagnetic material 
surrounding the cable taught by Sommer. Doing so helps to reduce the noise and any 
interference generated by high frequency generators. 

15. Claims 15, 23, 25, and 27-28 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Berube et al. (US 6,471 ,696 B1 ) in view of D' Amelio et al. (US 

4,823,791). 

Regarding claim 15, Berube et al. discloses a high frequency application 
apparatus wherein the lines have a portion towards the generator and a portion towards 
the probe(view figure 2), but fails to disclose between which is a switching device for 
separating and connecting the generator-end portion and the probe-end portion. 
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However, D' Amelio et al. discloses a switching device for separating and 
connecting tlie generator-end portion and the probe-end portion (column 15, lines 52- 
54). 

1 6. It would have been obvious to one having ordinary skill in the art to combine the 
high frequency apparatus having lines toward the generator and towards the probe 
taught by Berube et al. with the switching device taught by D' Amelio. Doing so would 
allow the operator to control the energy directed to the probe by a simple switch. 

Regarding claim 23, Berube et al. discloses a high frequency application 
apparatus (view figure 2), but fails to disclose the switching device includes an electrical 
switch. 

However D' Amelio discloses a switching device (column 15, lines 52-54). It is 
inherent that a switch can turn on/off power. Any switching device could be used. 

1 7. It would have been obvious to one having ordinary skill in the art to combine the 
high frequency application apparatus taught by Berube with the switching device taught 
by D' Amelio. Doing so would allow the operator to control the energy directed to the 
probe by a simple switch. 

Regarding claim 25, Berube et al discloses a high frequency application 
apparatus (view figure 2), but fails to disclose the electrical switch is a reed relay. 

However, D'Amelio discloses a switching device (column 15, lines 52-54). It is 
inherent that a switch can turn on/off power. Any switching device could be used. 

1 8. It would have been obvious to one having ordinary skill in the art to combine the 
high frequency application apparatus taught by Berube with the switching device taught 
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by D' Amelio. Doing so would allow the operator to control the energy directed to the 
probe by a simple switch. 

Regarding claim 27, Berube et al discloses a high frequency application 
apparatus (view figure 2) but fails to disclose the switching device includes a 

mechanical switch. 

However, D' Amelio discloses a switching device (column 15, lines 52-54). It is 
inherent that a switch can turn on/off power. Any switching device could be used. 

1 9. It would have been obvious to one having ordinary skill in the art to combine the 
high frequency application apparatus taught by Berube with the switching device taught 
by D' Amelio. Doing so would allow the operator to control the energy directed to the 
probe by a simple switch. 

Regarding claim 28, Berube et al. discloses a high frequency application 
apparatus (view figure 2) but fails to disclose the switching device includes a signal line 
and an actuating switch which are of such an arrangement and configuration that 
separation and connection can take place in the room in which the high frequency 
generator is disposed. 

However, D'Amelio discloses the switching device includes a signal line and an 
actuating switch which are of such an arrangement and configuration that separation 
and connection can take place in the room in which the high frequency generator is 
disposed(column 14, lines 31-32; column 15, lines 52-54)). 

20. It would have been obvious to one having ordinary skill in the art at the time of 
invention to combine the high frequency application apparatus taught by Berube with 



Application/Control Number: 10/517,393 Page 13 

Art Unit: 4185 

the switching device includes a signal line and an actuating switch which are of such an 
arrangement and configuration that separation and connection can take place in the 
room in which the high frequency generator is disposed taught by D'Amelio. Doing so 
would allow the apparatus to operate near the magnetic resonance machine, which is a 
typical set up when dealing with magnetic resonance. 

21 . Claim 30 is rejected under 35 U.S.C. 103(a) as being unpatentable over D' 
Amelio (US 4,823,791) 

Regarding claim 30, D'Amelio discloses a high frequency application apparatus 
but fails to explicitly disclose that the probe arrangement and the cable are adapted to 
be re- sterilizable. It would have been obvious to one having ordinary skill in the art at 
the time the invention was made to have the probe and cable be re-sterilizable, since 
equipment that is reused in medical procedures needs to be sterilized. 

22. Claim 20 is rejected under 35 U.S.C. 103(a) as being unpatentable over D' 
Amelio (US 4,83,791 ) in view of Osakada et al (US 6,308,239 B1 ). 

Regarding claim 20, D' Amelio discloses a high frequency application apparatus 
(column 8, lines 9-34) but fails to disclose the switching device includes an interface for 
the connection of a control line to a nuclear magnetic resonance tomograph. 

However, Osakada et al. discloses a switching device includes an interface for 
the connection of a control line to a nuclear magnetic resonance tomograph (column 1 1 , 
lines 55-63). 

23. It would have been obvious to one having ordinary skill in the art at the time of 
invention to combine the high frequency application apparatus taught by D'Amelio with 
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the switching device disclosed by Osakada. Doing so would allow the switching device 
to control the energizing of the probe in accordance with when the magnetic resonance 
machine is used. 

24. Claim 29 is rejected under 35 U.S.C. 103(a) as being unpatentable over Berube 
et a! (US 6,471 ,239 B1 ) in view of Osakada et al. (US 6,308,239 B1 ). 

Regarding claim 29, Berube et al discloses a high frequency application 
apparatus (view figure 2) but fails to disclose the switching device includes an interface 
for the connection of a control line to a nuclear magnetic resonance tomograph. 

However, Osakada et al. discloses a switching device includes an interface for 
the connection of a control line to a nuclear magnetic resonance tomograph (column 1 1 , 
lines 55-63). 

25. It would have been obvious to one having ordinary skill in the art at the time of 
invention to combine the high frequency application apparatus taught by Berube with 
the switching device disclosed by Osakada. Doing so would allow the switching device 
to control the energizing of the probe in accordance with when the magnetic resonance 
machine is used. 

Condusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. The following references are cited for disclosing related 
limitations of the applicant's claimed and disclosed invention: Gentry et al. (US 
4,488,125 A); Pless et al. (US 4,640,298); Lennox et al. (EP 1002501 Al); Garlto et 
al. (EP 1050279 Al); Hareyama et al (US 7,164,940). 
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Any inquiry concerning tliis communication or earlier communications from the 
examiner should be directed to AMANDA SCOTT whose telephone number is 
(571)270-7103. The examiner can normally be reached on Monday thru Friday, 9:00 
A.M. to 5:00 P.M.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Terrell McKinnon can be reached on (571)272-4797. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/AMANDA SCOTT/ 
Examiner, Art Unit 4185 

/Terrell L Mckinnon/ 

Supervisory Patent Examiner, Art Unit 4185 



